








It argued, however, that its carbon models don’t contain an
insert because they're manufactured using a process that
applies successive layers over an “internal component.”
The dispute over the carbon bats turned in part on whether
the “internal component” constituted an insert.

Rules of the game

The doctrine of equivalents permits a finding of infringe-
ment when an accused product doesn't literally infringe on
the patent claim’s express terms. The infringement
is premised on the equivalence between elements of the
alleged infringer’'s product and the patented invention's
claimed elements. The patentee can establish this by
establishing either that:

1. The difference between the claimed invention and the
accused product is insubstantial, or

2. The accused product performs the substantially same
function in substantially the same way with substantially
the same result (the “function, way, result” test).

The district court rejected the equivalency of Miken's car-
bon bats to Wilson’s bats. Wilson had relied on its expert’s
“load deflection tests” to establish that the layers of the
carbon bats were capable of independent movement. The
court held that the tests couldnt serve as a basis to find
equivalency of the insert. At most, they established the
equivalency of the accused products as a whole.

Questioning the call

Wilson appealed, contending that any bat with multiple
layers exhibiting independent movement in the nature of a

spring — including Miken's carbon bats — must infringe its
insert limitation. But the Federal Circuit Court of Appeals
agreed with the district court’s finding on the limits of the
expert’s load deflection tests. It pointed out that Wilson
failed to provide any factual basis or expert testimony to
support “an objective inquiry on an element-by-element
basis” with respect to the patent’s insert limitation.

The court also found that Wilson's patent didn't claim a bat
with leaf-spring-like action or with separate layers capable
of independent movement. The claims at issue required only
an insert. And Wilson provided no testimony specifically
addressing equivalents on a limitation-by-limitation basis,
explaining the insubstantiality of the differences between
the bats or discussing the “function, way, result” test.

The doctrine of equivalents
permits a finding of infringement
when an accused product doesn't
literally infringe on the patent
claim’s express terms.

Touch all the bases

While it's possible to establish patent infringement
liability in the absence of literal infringement under the
doctrine of equivalents, a patentee must first satisfy the
doctrine’s requirements. As the Miken case shows, a pat-
entee needs to look beyond the product equivalency as
a whole and establish the equivalency of the various
elements to prevail. O




All's fair (use) in

copyright infringement

A copyright case that arose out of an eBay auction illus-
trates how the long arm of the law is reaching through
computer screens to impose jurisdiction. The court in
Dudnikov v. Chalk & Vermilion Fine Arts, Inc., ruled that a
copyright holder's attempts to enforce its rights against
a party in Colorado subjected it to jurisdiction there. The
court found no basis to prevent suit in Colorado.

Canceled listing

The plaintiffs sell a variety of fabrics from their Colorado
home through eBay auctions. In one auction, they offered
a fabric parodying an artist’s work. The copyright on the
work is held by a British corporation that acts through an
American agent located in Connecticut. The agent invoked
eBay’s “Verified Rights Owner” (VeRO) program to contest
the auction, filing a notice of claimed infringement (NOCI)
with eBay located in California. eBay canceled the auction
and notified the plaintiffs.

The plaintiffs submitted a counter notice through eBay
challenging the copyright’s validity. The agent then noti-
fied the plaintiffs that, to preclude eBay from reinstating
the auction under eBay’s procedures, the agent would file
an action in federal court within the next 10 days.

But the plaintiffs struck first. They filed a claim against the
agent in the Colorado district court for a declaratory judg-
ment of noninfringement. They also filed for an injunction
preventing further interference with auctions. The district
court dismissed the action for lack of jurisdiction over the
copyright owner in Colorado, and the plaintiffs appealed.

Defendants’ opening bid

The defendants claimed that their conduct in terminating
the auction and vindicating their intellectual property
rights didn’t represent wrongful conduct on which jurisdic-
tion could be premised. The Tenth Circuit Court of Appeals
disagreed, citing evidence of the defendants’ misconduct in
the plaintiffs’ complaint.

Specifically, the plaintiffs alleged that the defendants
invoked the VeRO program to terminate the auction,
thereby causing lost business and damaged reputation.
They further alleged that the defendants took the action
on the basis of an erroneous copyright claim, asserting that

the defendants knew the fabric was protected under the
fair use doctrine. Based on these allegations, the court con-
cluded that the plaintiffs’ complaint alleged sufficient facts
to permit an inference that the defendants interfered with
their business.

Instead of simply sending
cease-and-desist letters, the
defendants took affirmative steps
with third parties that suspended
the plaintiffs’ business operations.

Counter bid

The defendants also sought to prove the lack of jurisdiction
in Colorado. They first argued that the action complained
of was performed by notice to eBay in California, not Col-
orado, and that their action wasn't “purposefully directed”
at Colorado. The defendants also argued that imposing
jurisdiction would offend traditional notions of fair play
and substantial justice. They cited the federal interest in
allowing copyright holders to alert potential infringers of
their rights and encouraging settlement. But the court




found the defendants went far beyond merely providing
notice and seeking settlement.

The defendants purposefully caused eBay to cancel the
auction and allegedly threatened the plaintiffs’ future
access to eBay and the business’s viability. Instead of sim-
ply sending cease-and-desist letters, the defendants took
affirmative steps with third parties that suspended the
plaintiffs’ business operations.

Sewing up

A losing bid?

The appellate court reversed the lower court’s decision and
sent the case back for further proceedings. But it declined
to decide that it would be unreasonable to find jurisdiction
solely on a cease-and-desist letter sent to California. Intel-
lectual property rights holders should keep this in mind
when trying to enforce their rights with such letters. You
could inadvertently establish jurisdiction. O

patent law's on-sale bar

Under the on-sale bar doctrine, the Patent and Trademark
Office will deny a patent when the inventor applies for
it more than one year after putting the invention on sale.
In Atlanta Attachment Co. v. Leggett & Platt, Inc., the
Court of Appeals for the Federal Circuit invalidated the
manufacturer’s patent based on the sale of a prototype
sewing machine, even though the manufacturer later
improved the prototype.

Threading the needle

Atlanta Attachment worked with Sealy, Inc., to create a
sewing machine. If successful, the parties agreed that Sealy
would patent the machine and Atlanta would sell the prod-
uct only to Sealy. Atlanta developed four prototypes, each
with improvements over its predecessor. It presented each
prototype for sale to Sealy, with offers to sell production
models, and Sealy paid for each machine.

In the end, Sealy chose not to move to the production stage
with any of the prototypes. As a result, Atlanta applied for
and received a patent on the machine. When the manufac-
turing company Leggett & Platt offered a line of sewing
machines that Atlanta considered infringement, the latter
sued. The district court rejected Leggett's defense that the
patent was invalid under the on-sale bar.

Sewn up

On appeal, the Court of Appeals for the Federal Circuit
explained that the on-sale bar applies when an invention
is both:

1. The subject of a commercial offer for sale before the
critical date, and

2. Ready for patenting at the time of the offer.

Atlanta had filed a provisional patent application on March 5,
2002, making the critical date at issue March 5, 2001.

The court focused on the third prototype, for which
Atlanta had invoiced Sealy in September 2000. Although
the third prototype was never delivered to Sealy, it was
deemed sold because Atlanta sent Sealy an invoice for the
machine. The invoice constituted an offer, and Sealy
accepted by paying it. The court noted that profit, revenue
or even an actual sale isn't a prerequisite for the on-sale
bar. Only an offer on which a contract can be made through
acceptance is required.

Atlanta argued that its sales to Sealy qualified for
the experimental use exception to the on-sale bar. But




the court clarified that experimentation conducted to
determine whether an invention suits a customer'’s
purposes doesn’t fall within the exception. The court also
observed that it mattered who performed the experimenta-
tion. The experimental use exception covers only the
inventors’ and their agents’ actions. Here, the court found
that Atlanta wasn't actually experimenting because Sealy
performed the testing.

As to the second prong of the on-sale bar, the court found
the third sewing machine prototype was ready for patent-
ing because it demonstrated the invention’s workability
and utility. The court concluded that it was improper for
the district court to find that an invention isn't reduced to
practice merely because the inventor is conducting further

testing. So the appellate court reversed the district court’s
ruling and sent the case back for further proceedings.

The experimental use exception
covers only the inventors’ and
their agents’ actions.

A stitch not in time

The court noted that Atlanta could easily have filed several
provisional patent applications as improvements were
made. By doing so, it would have secured a year to
determine whether to invest in a utility patent. O

Justice Potter Stewart famously once wrote,
“l know it when | see it.” The same, however, can’t
be said for trade secrets and confidential informa-
tion, as demonstrated in Patriot Homes, Inc. v.
Forest River Housing, Inc.

Blueprint for contention

Patriot Homes and Forest River compete in the
modular housing manufacturing industry. Patriot
sued Forest River's subsidiary, Sterling Homes,
and four former Patriot employees working for
Sterling, for copying home designs.

The district court issued a preliminary injunc-
tion forbidding Sterling from, among other
things, “using, copying, disclosing, converting,
appropriating, retaining, selling, transferring, or
otherwise exploiting Patriot’s” copyrights, confi-
dential information and trade secrets. The
defendants appealed, claiming the injunction
was so vague that it amounted to a general pro-
hibition not to break the law, leaving it without
guidance as to when its actions might violate
the injunction.

Patriot argued that its trade secret consisted of its
blueprints, engineering calculations, quality con-
trol manuals and other documents. But the appel-
late court agreed with Sterling, noting that the
injunction failed to specify the substance of

Court remands trade secrets case

the trade secret. And
much of the information
claimed by Patriot was
available from public
records, as Sterling dis-
covered after submit-
ting Freedom of Infor-
mation Act requests to
several states where
Patriot sells homes.

Responsibilities
remain unclear

The court concluded
that it wasn’t possible
to discern whether
using the information
obtained through those
requests would violate
the injunction. As the
injunction stood, it
required Sterling to
guess whether it was engaging in activities that
violated the injunction.

So the Seventh Circuit remanded the case back
to the district court. It is now up to that court
to determine which information represents
a trade secret to clearly delineate Sterling’s
responsibilities under the injunction.
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